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[ll. DESCRIPTION OF THE RECORD

1. Petitioner’s Deposition of Juan Antorde@ La Cruz (“Petitioner Gonzalez Depo.”)
taken July 10, 2009 at 9:45 am.

2. Exhibits for Petitioner’'s Deposition dtian Antonio De La Cruz (“Petitioner
Gonzalez Depo. Exhibits”) taken July 10, 2009 at 9:45 am.

3. Petitioner’s Deposition of Juan Antoride La Cruz as representative for Adovi
Cosmetica Capilar (“Petitioner Adoldiepo.”) taken July 10, 2009 at 10:39 am.

4. Exhibits for Petitioner’s Deposition of JuAntonio De La Cruz as representative for
Adovi Cosmetica Capilar (“Petitioner Adovi Depo. Exhibits”) taken July 10, 2009 at
10:39 am.

5. Petitioner’s Discovery Deposition of SnazDe La Cruz (“Petitioner Cruz Depo.”)
taken December 9, 2008 at 10:00 am.

6. Petitioner’s Discovery Deposition of Youssef Mehanna (“Petitioner Mehanna Depo.”)
taken December 9, 2008 at 10:00 am.

7. Petitioner Notice of Reliance DominicRepublic Trademark Records for the KUZ
mark.

8. Certified Status copy of Regidicm No. 2,881,888, dated September 7, 2004 for the
trademark KUZ.

9. Petitioner's Response to RespartdeFirst Set of Interrogatories.

10. Petitioner's Response to ResportdeSecond Set of Interrogatories.

11. Petitioner's Response to Respondents’ Request for Admissions.

12. Respondent’s Discovery Depositiond&fan Antonio de la Cruz Gonzalez,

(“Respondent Gonzalez Depo.”), taken on November 21, 2008.



13. Exhibits for Respondent’s Discoveryfdasition of Juan Antonio de la Cruz
Gonzalez, (“Respondent Gonzalez Depxhikits”), taken on November 21, 2008.

14. Respondent’s Deposition of Susana derle (“Respondent Cruz depo.”) taken on
October 14, 2009.

15. Exhibits for Respondent’s Deposition os8na de la Cruz (“Respondent Cruz depo.

Exhibit”) taken on October 14, 2009.



IV. STATEMENT OF FACTS

A. Petitioner claims rights to “Kuz” tradem ark in the United States based on his

Use of the Mark in the United States.

The Respondent and Petitioner botheaghat the Pdioner leads Adovi
Cosmetica Capilar, S.A. as President andal&®resident he has the legal authority to
represent and bind the corporation Adovs@etica Capilar, S.A. (Respodent Cruz
Depo. 13:20-14:4, Petitioner AdoDiepo. 4:25-5:12). This islementary business law

101.

B. Juan Antonio de la Cruz Gonzaleis the presidentof Adovi Cosmetica

Capilar, S.A. the manufacturer of Kuz products in the Dominican Repubilic.

While the manufacturer of “Kuz” hair capgoducts in the Dominican Republic is
Adovi Cosmetica Capilar, S.A., the Compasygranted its rights to the “KUZ” mark
through the Petitioner and the Petitioner th@senforcement rights for the company for
the “KUZ” mark (Petitioner Adovi Depo. 46-4:20, Petitioner Gonzalez Depo. 6:8-6:13,
Petitioner Adovi Depo. 4:25-5:12). The BRetiter is also the Bsident and a major
shareholder in Adovi Cosmetica Capil&tA. (Petitioner Adovi Depo. 4:16-4:20).

The Petitioner has proven that he hasditag and interest to img this mark, that

the Petitioner has rights in the “KUZ” markdihas given the right to use the mark to



Adovi Cosmetica Capilar, S.A. and tha¢ tRetitioner has the fmcement rights for
Adovi Cosmetica Capilar, S.A. (Petitian&dovi Depo. 4:16-4:20, Petitioner Gonzalez
Depo. 6:8-6:13, Petitioner Adovi Depo. 4:25-5:12his type of arrangement is very

common in trademarks.

C. Adovi Cosmetica Capilar, S.A. is a family enterprise

Both Petitioner Juan Antonio de la Cruz Gonzalez and Respondent Susana de la

Cruz have testified to the fact that Adovi Cosmetica Capilar, S.A. is a family enterprise.

Small business owners and family bussmewners carry a fiduciary obligation
for the owners to act in the best interestthefbusiness and to treat other owners fairly in
their business dealings. This fiduciary duty applies regardless of the type of dispute
involved, the egregiousness of the other sibetsavior, and whether not the parties
are family members. Fiduciary duties also apply from the inception of the business until

its dissolution.

The Respondent violated their fiduciarytgto this family business when they
registered the “KUZ” mark, not for the beitaif the family business but for the benefit
of themselves. They continued to viol#tes duty when they prevented the family
business, of which they admit they werghareholder of, from importing goods into the
United States (Petitioner Adovi Depo. 19:3-2%):Exhibit 6). A violation of this

fiduciary duty is a serious offeaghat should not be rewarded.



The Respondent and Petitioner botheaghat the Pdioner leads Adovi
Cosmetica Capilar, S.A. as President andal&®resident he has the legal authority to
represent and bind the corporation Adovs@etica Capilar, S.A. (Respodent Cruz

Depo. 13:20-14:4, Petition&dovi Depo. 4:25-5:12).

D. Response to the issue that the predessor corporation to Adovi Cosmetica

Capilar, S.A. was Arte Xirey, C Por A.

This claim is a red herring and does mvlve any issueser facts that are
relevant to the case at hand. The Petitiahgected to this line of testimony as being

irrelevant to the case at hand.

E. Response to the issue that Petitioner lteonly about 4% of the shares of Arte
Xirey. He has not provided documentatio as to when and how he acquired

additional shares of Adovi Cosmetica Capilar, S.A.

This is another red herring. How is tkilaim relevant to the current case? The
claim that the Petitioner gawenfused and inconsistent answers by the Respondents is
due to the fact that the deposition was domeuthh a translator witbnclear questioning.
But these are not issues in the case. HEveuagh irrelevant to this case, the Respondents

have not shown or provided any legal courtudoents or findings to back their claims.



F. The Response to the issue th#tte invoices submitted in support of
Petitioner’s claim of priority of use wereissued by Adovi Cosmetica Capilar, S.A.,

and not by Petitioner

Once again, through the Petitionersords, evidence and admissions, the
records have shown that the Respondent kafefndovi Cosmetica Capilar, S.A. use of
the mark in the United States prior to RRespondent’s use. The Petitioner has shown
through the testimony of the Regentative of Adovi Cosmetica Capilar, S.A. that Adovi
Cosmetica Capilar, S.A. gets it rights i thKUZ” mark through the Petitioner, that the
Petitioner is a major shareker of Adovi Cosmetica Capilar, S.A. The Petitioner has
submitted six invoices as proof of his “pitgrof use” in the mark (Respondent Adovi
Depo. 8:16-13:5, Exhibit 1, Exhibit 2, Exil3) (Respondent Cruz Depo. 15:8-23:18,
Exhibit 2). The record also shows that fRespondent was well aware of Petitioner’'s
rights to the mark and prior usage of Mark in the United States prior to their
registration.

Fiduciary duties aside for the moment,iliRespondent may have had the right
to use another source for they goods thas admd mean they can take the “KUZ” mark
used by Adovi Cosmetica Capilar, S.A., stgr it and then prevent Adovi Cosmetica
Capilar, S.A. from importing its goods intlke United States through its ill gotten
registration (Petitioner Adobepo. 19:3-20:13, Exhibit 6)Distributors do not acquire

rights in a trademark.

10



There may be a dispute by the partiesralie dollar amount of the invoices and
while the Respondent has not proven its claiat the invoices were false, the important
issue in the case at handhat both parties agree on thdefaof the invoices and that
these dates proceed the Respondent’s datgistnation and date of first use of the mark

of August 24, 2003 (Respondents’ Depositiorfsasana de la Cruz at 15:4-23:18).

G. Response to Petitioner suggested thRespondent Susana de la Cruz register

the mark in the United States

If you look at the record as a whole, st piecemeal, you will see that this is
proof that the Petitiomavas trying to protect his righte the Mark. The Petitioner was
going to register the mark in the United $&but was told by the Respondent that he
could not register the “KUZ” mark because was a foreigner (Respondent Gonzalez
Depo. 6:20-7:1). This statement was a complete falsehood and was the Respondent,
Susana De La Cruz, taking advantage fafnaily relationship. The statement that
Petitioner has testified that heesjfically suggested that hisster register the mark in the
United States is incorrect. He was talking alieuat of his sisters i one of them being
Maria Magdalena De La Cruz as agent&dbvi Cosmetica Capilar, S.A. which was the
family business(Respondent Gonzalez Depo. 5:6-5:15). The record clearly shows that
the Petitioner never gave permission for Respondents, Youssef Mehanna and Susana De
La Cruz, Joint Venture to regjer the “KUZ” mark in the United States. The mark was

never registered with Maria Magdalena De La Cruz.

11



Further, the Petitioner has stated inttheord that there was not intent for any
ownership rights in the “KUZinark to be transferred tbe Respondents (Petitioner’s
Gonzalez depo.7:21-8:9).

The Respondent, Susana De La Cruz, registered the mark with her husband and
then used the registered mark to prevahdvi Cosmetica Capilar, S.A., which by the
Respondent’s own Brief called the family buess, from importing further products into
the United States even though she knew of f&r rights in théJnited States to the

mark (Petitioner Adovi Depd.9:3-20:13, Exhibit 6).

V. COUNTER ARGUMENT

A. Response to Petitioner's Argumenthat Trademark Law is Territorial:
Petitioner’s Registration in the Domhnican Republic Does Not Give Him an

Automatic Right to the Trademark in the United States

The Petitioner’s rights in the mark coifinem its United States usage as well as
having the mark registered in the Dominidepublic. The Respondent has agreed in its
brief that the marks are identical andcs the Petitioner has proven through the
Respondent’s own testimony and evidence traPttitioner has theiprity to the mark

then this registration should be cancdbaded on the Respondent’s omissions.

12



B. Petitioner Has Met his Burden of Proof

The Petitioner has met his burden afqdrin a cancellation proceeding. The
Respondent has agreed in its brief that thekenare identical andrste the Petitioner has
proven through the Respondent’s own testimony and evidence that the Petitioner has the
priority to the mark then this registrati should be canceled based on the Respondent’s

omissions.

C. There is a Likelihood of Confusion

Petitioner has proven in its main dribrough case law and facts that it has
priority use of the mark in the United Statand that the markse identical with the
same market, products and customers. Th#éd?er's rights in the mark come from its
United States usage as well as having thikiRagistered in the Dominican Republic.
The Respondent has agreed in its briaf the marks are identical and since the
Petitioner has proven through the Resporidawn testimony and evidence that the
Petitioner has the priority to the mark thers tlegistration should be canceled based on

the Respondent’s omissions.
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D. The Respondent Did Misrepresent th&ource of the Goods in Registering the

Mark “Kuz” in the United States

Respondent addresses the altegeof fraud in their brief. The testimony of the
Respondent time and time has shown thaRiagpondent knew of theetitioner’s rights

in the “KUZ” mark at the time of filing. The Respondent Susana de la Cruz admitted to
using a specimen from an Adovi Cosmeticgi@a, S.A. product (Petitioner’s Gonzalez
depo. 7:16-25). Thisis in and of itseléal evidence of fraud and willful intent to

deceive. As pleaded, it shows deceptivehgshe actions of the Respondent. The
Respondent has admitted to being a distribat@dovi Cosmetica Capilar, S.A., which
received its rights to the<UZ” mark through the Petitiomavho is the President and

Chief Executive Office of Adovi Cosmetica Capilar, S.A. The Respondent has conceded
that Adovi Cosmetica Capilar, S.A. wsisipping goods to her in 2003 and 2004 prior to
the Respondent’s filing date and prior use datehe mark(Petitioner’s Cruz depo. 9:16-

23, Petitioner’'s Gonzalez depo. 7:16-25).

The Respondent’s admitted use of AdGasmetica Capilar, S.A’s product as its
specimen of use clearly misrepresents thece of the goods in connection with which
the mark is used (Petitioner's Cruz depd.@323, Petitioner's Gonzalez depo. 7:16-25).

The Petitioner has provided the clead aonvincing evidence geired to establish a

fraud claim as well as proving deceptiveness and misrepresenting the source of the goods.
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E. Petitioner has Rights to the Mark thraugh its first usage in the United States

Petitioner has priority of use indhmark (Respondent Adovi Depo. 8:16-13:5,
Exhibit 1, Exhibit 2, Exhibit 3) (Responde@tuz Depo. 15:8-23:18, Exhibit 2) as well
as coming up with the mark. Time and time again in the evidence it shows that the

Respondent was fully aware of this when thilad for the registration of the mark.

F. Petitioner Has Established Priorty of Use in the United States

Petitioner has time and time again proveat they have Priority of Use in the
United States using the Respondentisr omissions, testimony and evidence
(Respondent Adovi Depo. 8:16-13:5, ExhibiEkhibit 2, Exhibit 3) (Respondent Cruz

Depo. 15:8-23:18, Exhibit 2). .

G. Response to the Claim that the Corporabn is Entity Distinct From Individual

The evidence shows that this case weoperly brought by the Petitioner. The
Petitioner has shown in evidence thathee up with the “KUZ” mark and has given
Adovi Cosmetica Capilar, S.A. the rightsuse the mark (Pidbner Adovi Depo. 4:16-
4:20, Petitioner Gonzalez Depo. 6:8-6:13)he Adovi Cosmetica Capilar, S.A.
representative has testified that the Petitidras given it the rights to use the mark and
that the Petitioner has thefercement rights for the oapany (Petitioner Adovi Depo.

4:25-5:12). This type aklationship and situation &svery common structure when

15



dealing with U.S. Trademarks and Trademarw] aspecially in these types of company.
The Petitioner is the President of Adovi Cadita Capilar, S.A. and a major shareholder
(Petitioner Adovi Depo. 4:16-4:20 The Respondent has notetted to any of this nor

has Respondent produced any countesdtclaims or proof otherwise.

Also, this is very much the pot callingethettle black. The Respondent filed in a
joint venture which would be considered atparship and Mrs. Cruz testified that the
trademark belonged to her and not themeship but admitted to using another
company'’s product as its specimen of u&he further testified that Adovi Cosmetic
International was manufacturing and using tiadd but failed to mention or prove how
she herself was using the mark while claintiodpe the owner of the mark (Petitioner

Cruz Depo. 5:18-5:24, Petition€ruz Depo. 11:22-11:24).

Section 1(a)(1) of the Lanham Act, USC § 1051(a)(1), provides that the
“owner” of a trademark used in commerceymequest registration of the mark. The
Trademark Rule specifically addresses th@@nship requirement. An application filed
in the name of an entity that did not own thark as of the filing date of the application

is void. See, Trademark Rule 2.71(d),G#R § 2.71(d). See Huang v. Tzu Wei Chen

Food Co. Ltd. 849 F.2d 1459, 1460, 7 USPQ2d 1335, 1336 (Fed. Cir. 1988) (application
filed in the name of individual two daydter mark was acquired by newly formed

corporation held void); In re Ton Yang Cement Cpoi8. USPQ2d 1689, 1691 (TTAB

1991)(application filed by joint venturer vorehere mark owned by joint venture). The
Respondent testified that simat the joint venture of Yousk®lehanna and Susana de la

Cruz, owned the mark.

16



A Petitioner asserting a likelihood of casfon claim against a Registrant has
standing if there is a reasonalilasis for Petitioner’s belidfat it would be damaged by

the registration of the Mark. BRT Holding Inc. v. Homeway ,|AdJPSPQ2d 1952,

1956 (TTAB 1987) (potential financial injutp Opposer sufficient to establish its

standing).

VI. CONCLUSION

Again, for the foregoing reasons and law presented in the main brief, the
cancellation should be granted due to thitiBeer’s prior use date and likelihood of
confusion and given that the Respondergrapresented the source of the goods in the
specimen of use and that the Respondent lafd®etitioner’s prior usage when filing for
the mark thus committing a fraud on the Trademark Office. Petitioner has given the law
that applies to the evidenaed facts that the Board shduiand down their final ruling
in the favor of broad impartiality. Thuall points powerfully apport Respondent's mark
being cancelled in this case.

Respondent, as the latecomer, hadh Itle¢ opportunity and the obligation to
select a mark that would not be confusyngiimilar to Petitioner's KUZ trade name and
trademark. Instead, Respondent chose to fmweard to illegally register Petitioner’s
KUZ mark.

Respondent’s mark is identical, carribe identical pronunation, and conveys
the same commercial impression as Petitioner’s mark. The record firmly establishes
Petitioner’s priority of use, continuedejsand likelihood of enfusion. Respondent’s

tactics should not be rewarded. As avoemer and with knowledge of Petitioner’'s
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senior use, Respondent actedtsperil, and its registration for the KUZ mark should be

cancelled.

Petitioner prays that this cancellationavearded, and th&egistration Number

2881888 be cancelled.

Respectfully submitted,

/jmf/
Fffrey Furr, Esg.
2622DeboltRoad
Utica,Ohio 43080
(740)892-2118
feffmfurr@aol.com
Attorneyfor Petitioner
CancellatiomNo. 92048199

CERTIFICATE OF SERVICE

This is to certify that od\pril 21, 2010 a copy of the foregoing document was served on
counsel for the Petitioner by electronic maitidirst class mail delivery to: Sherry L.
Singer, Attorney at Law, 1430 Broadyy&uite 1101, New York, NY 10018 and filed
electronically with the Trademark Trial and Appeal Board.

fjmi/

Hfrey M Furr
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